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REMARKS/ARGUMENTS 

Reconsideration of the application in light of the amendments above and the remarks and 
arguments below is respectfully requested. 

I. Status of the Claims 

Claims 1, 15, and 16 were previously pending. 

Claim 1 is amended in this Preliminary Amendment to correct a typographical error, i.e., to 
amend "power" to "powder." No new matter is introduced by this amendment. 

New claim 22 is added. It is directed to a method for forming a sintered product from a 
powder, and incorporates all the elements recited in claim 1 (which is directed to a method for 
forming a compact from a powder). The elements additionally recited in claim 22 are the steps of 
"pressing the raw powder to form a compact" and "sintering the compact to form a sintered product." 
Support for these additional elements can be found in the Specification as originally filed, for 
example, on page 1, lines 9-11. No new matter is introduced by new claim 22. 

New claim 23 is also added. It depends from claim 1 and further recites that "the step of 
applying a solution is carried out by spraying the solution." Support for this element can be found in 
the Specification as originally filed, for example, on page 5, line 28, through page 6, line 1. No new 
matter is introduced by new claim 23. 

Claims 2-14 and 17-19 were previously canceled in this application without prejudice to or 
disclaimer of the subject matter contained therein. 

Claims 20 and 21 have been withdrawn from consideration without prejudice to or disclaimer 
of the subject matter contained therein. 

Upon entry of this Preliminary Amendment, claims 1, 15, 16, 22, and 23 are pending and at 

issue. 
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II. Amendments to the Specification 

The Specification is amended to correct translation errors that were inadvertently introduced 
in preparing an English translation of the Japanese-language specification filed in the parent PCT 
application (PCT/JP2003/0 14643). The corresponding original paragraph appears on page 5, lines 
17-29, of the PCT publication (WO 2004/045841 Al). This page is attached as Exhibit A. A 
certificate of translation attesting to the accuracy of the translation corrections is attached as Exhibit 
B. 

III. Information Disclosure Statement 

Applicant confirms and appreciatively thanks Examiner Bell for initialing and signing the 
Information Disclosure Statement filed on April 18, 2005, which listed the only reference cited in the 
Specification. 

IV. Withdrawal of Objection to the Specification 

Applicant also appreciatively thanks the Examiner for withdrawing the objection to the 
Specification issued in the Non-Final Office Action of September 17, 2008. 1 

V. Withdrawal of Nonstatutory Double Patenting Rejection 

Applicant further appreciatively thanks Examiner Bell for withdrawing the provisional 
rejection of the pending claims on the ground of nonstatutory double patenting issued in the Non- 
Final Office Action of September 17, 2008. 2 



1 Final Office Action of April 2, 2009, page 5, lines 2-4. 

2 Final Office Action of April 2, 2009, page 6, lines 3-6. 
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VI. Objection to Claim 1 

Claim 1 stands objected to because the word "power" in line 7 of the claim appears to be a 
typographical error. Applicant appreciatively thanks the Examiner for pointing this error out and for 
proceeding to examine the claim on the assumption that the word should read as "powder." 

Applicant has amended claim 1 in this Preliminary Amendment to correct the term "power" to 
recite "powder." Accordingly, Applicant respectfully requests that the objection to claim 1 be 
withdrawn. 

VII. Rejection of Claims 1 and 16 under 35 U.S.C. § 102(bVS 103(a) over Kondo 

Claims 1 and 16 stand rejected under 35 U.S.C. § 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. § 103(a) as unpatentable over European Patent Application Publication 
No. EP 1 170 075 Al to Kondo et al. ("Kondo"). The Examiner contends that Kondo discloses all 
the elements recited in claims 1 and 16 or, in the alternative, Kondo in combination with ordinary 
skill in the art renders claims 1 and 16 obvious. Applicant respectfully traverses the rejection. 

Claim 1 recites that the solution obtained by dissolving a lubricant in a solvent "has said 
lubricant completely dissolved in water into a uniform phase." Applicant respectfully submits that 
Kondo does not teach or suggest this element. Kondo only discloses that the lubricant is "dispersed," 
"dispersed and suspended," 3 or "finely dispersed" 4 in a solvent. It does not disclose that the lubricant 
is completely dissolved into a uniform phase. 

The effect of such complete dissolution is that when the solution is evaporated and a 
crystallized layer of the lubricant is formed, solid powder particles will be absent from the layer. The 
disadvantage of having solid powder remaining in the layer is described by the present inventors in 
the Specification as follows. 5 



3 For example, Kondo, paragraph [0049], line 3; paragraph [0073], subparagraph 3, lines 7-9. 

4 For example, Kondo, paragraph [0070], line 4. 

5 Specification as originally filed on April 18, 2005, page 2, lines 11-15. 
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According to the conventional art disclosed in the above documents, however, since 
the lubricant dispersed in water is applied to the mold in a state of solid powders, that 
is, in such state that the solid powders of the lubricant are dispersed and mixed in 
water, a fine film can not be formed, and thus there is a problem that producing a 
compact of a stable quality is difficult. 

The fact that Kondo refers to "a ball-mill pulverization" process or treatment 6 reinforces the 
understanding that Kondo only contemplates dispersed systems. 

Further, Applicant respectfully submits that contrary to the Examiner's contention, one of 
ordinary skill in the art would have been taught away from using a water-soluble lubricant (such as 
sodium stearate) in Kondo' s systems. As explained in the Declaration filed on January 16, 2009, and 
signed by both inventors of the present application: 

A flow of a material powder may be hindered so that molding may become 
impossible if a water-soluble chemical substance having moisture-absorption 
characteristics is used, since compaction molding is normally performed with 
lubricant being mixed in a material powder. Water-soluble chemical substances have 
not been used in this area . . . ? 

Moreover, although sodium stearate was a known compound at the time of Kondo 's disclosure, 
Kondo makes no mention of this chemical substance. It only makes frequent reference to the trio of 
"lithium stearate, calcium stearate, and zinc stearate," 8 with additional minor mention of "barium 
stearate, lithium palmitate, lithium oleate, calcium palmitate, and calcium oleate." 9 This is not 
surprising since Kondo would not have been able to prepare a dispersed system with a water-soluble 
lubricant such as sodium stearate. 

The unexpected results obtained by the "completely dissolved" process of claim 1 of the 
present invention as opposed to a "dispersed" process are described in the Specification as follows. 10 



6 For example, Kondo, paragraph [0048], line 4; paragraph [0073], subparagraph 3, lines 3-4. 

7 Declaration filed on January 16, 2009, and signed by Takashi Nakai and Kinya Kawase, paragraph 10, lines 1-4. 

8 For example, Kondo, paragraph [0063], line 2; paragraph [0105], line 3; paragraph [01 16], line 1; paragraph [0123], line 

4. 

9 For example, Kondo, paragraph [0039], lines 3-4. 

10 Specification as originally filed on April 18, 2005, page 9, lines 7-13. 
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Comparison result from Tables 1 to 3 indicates that the force required for ejecting a 
compact from a die in the examples [i.e., the "dissolved" cases] were less than or 
equal to that of the comparative example 1 [i.e., the "dispersed" case]. Besides, the 
densities were improved in the examples as compared to the comparative example 1 . 
Moreover, the densities R in the examples noticeably became smaller than that of the 
comparative example 1 . Therefore, it is apparent from the result that the high-density 
molding can be stably carried out according to the preferred examples, even though it 
is carried out successively. 

In particular, the variable R here refers to the "difference between maximum and minimum values in 
the density of 100 compacted bodies continuously molded." 11 Thus, a small R means that a compact 
of a stable quality is being produced. 

At least for these reasons, Applicant respectfully submits that Kondo does not anticipate claim 
1, and Kondo in view of ordinary skill in the art does not render claim 1 obvious. Accordingly, 
Applicant respectfully requests that the rejection of claim 1 on the basis of Kondo be withdrawn. 

Claim 16 depends from claim 1 . Therefore, at least for the same reasons as stated above for 
claim 1, Applicant respectfully submits that Kondo does not anticipate claim 16, and Kondo in view 
of ordinary skill in the art does not render claim 16 obvious. Accordingly, Applicant respectfully 
requests that the rejection of claim 16 on the basis of Kondo be withdrawn. 

VIII. Rejection of Claim 15 under 35 U.S.C S 103(a) over Kondo in View of Murata 

Claim 15 stands rejected under 35 U.S.C. § 103(a) as unpatentable over Kondo in view of 
International Patent Application Publication No. WO 97/48783 to Murata et al. ("Murata"). The 
Examiner contends that Kondo in combination with Murata renders claim 15 obvious. Applicant 
respectfully traverses the rejection. 

Claim 15 depends from claim 1 . The rejection of claim 15 is based on the premise that either 
Kondo anticipates claim 1 or Kondo in view of ordinary skill in the art renders claim 1 obvious. 



11 Specification as originally filed on April 18, 2005, page 7, lines 8-10. 
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However, as discussed above, Kondo does not anticipate claim 1, and Kondo in combination with 
ordinary skill in the art does not render claim 1 obvious. 

At least for this reason, Applicant respectfully submits that Kondo in view of Murata does not 
render claim 15 obvious, and respectfully requests that the rejection of claim 15 on the basis of 
Kondo and Murata be withdrawn. 

IX. New Claims 22 and 23 

New claim 22 incorporates all the elements recited in claim 1 . New claim 23 depends from 
claim 1 . Accordingly, Applicant respectfully submits that claims 22 and 23 are patentable over the 
prior art, including Kondo and Murata. 
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CONCLUSION 

In view of the foregoing, it is believed that claims 1, 15, 16, 22, and 23 are in immediate 
condition for allowance and it is respectfully requested that the application be reconsidered and that 
all pending claims be allowed and the case passed to issue. 

If there are any other issues remaining which the Examiner believes could be resolved 
through a Supplemental Response or an Examiner's Amendment, the Examiner is respectfully 
requested to contact the undersigned at the telephone number indicated below. 



Dated: July 2, 2009 



Respectfully submitted, 




Louis J. DelJuieHce 

Registration No.: 47,522 
DARBY & DARBY P.C. 
P.O. Box 770 
Church Street Station 
New York, New York 10008-0770 
(212) 527-7700 
(212) 527-7701 (Fax) 
Attorneys/ Agents For Applicant 
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Translation Certification 



Document Translated: Paragraph appearing on page 5, lines 17-29, of WO 2004/045841 Al 

(publication of PCT/JP2003/014643). 



This is to certify that the English paragraph presented below represents an accurate and faithful 
rendition of the above-stated Japanese-language paragraph to the best of my knowledge and 
belief 

Preferred examples and comparative examples will now be explained with 
reference to Tables 1 to 3. In each of the preferred examples and comparative 
examples shown in Tables 1 to 3, iron powders (average particle diameter: 90 ^im) 
were used as the raw powder, to which was added 0.2% by weight of lithium 
stearate (average particle diameter: 5 ^m) serving as the lubricant, which were 
then stirred for 30 minutes using a rotary mixer, so that 7g of the resultant mixture 
of the raw powder was filled into a mold forming a cylindrical column having a I 
cm 2 pressurization area, and then 100 compacts were successively formed at a 
forming pressure of 8 t/cm 2 . In the preferred examples, after the solution of the 
water-soluble lubricant dissolved in water was applied to the forming portion 
heated at 150deg C in the mold, it was evaporated and dried to form the 
crystallized layer, and then the raw powders were filled into this forming portion. 
In the comparative example I, after the solution of lithium stearate (average 
particle diameter: 5 \xm) dispersed in acetone was applied to the forming portion 
of the mold heated at I50deg C, it was evaporated and dried to form a film, and 
then the material powders were filled into this forming portion. The comparative 
example 2 is a case in which the lubricant was not applied to the mold. Density R 
in each Table shows difference between maximum and minimum values in the 
density of 100 compacted bodies continuously molded. 



By: (person's name) 
(title) 

(name of business) 
(business address) 



Tel: (telephone number) 
Fax: (fax number) 



Marnoru Ushiki 
President 

Ushiki & Associates 

3 rd Fl., Yusei Fukushi Kotohira BIdg., 

14-1, Toranomon 1-chome, Minato-ku, 

Tokyo 105-0001, Japan 

+81-3-3500-1720 

+81-3-3500-1721 
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Date: 
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